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DETAILED ACTION 



Continued Examination Under 37 CFR LI 14 
1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 12/12/2005 has been entered. Claims 38, 57, 70, 
and 74 are currently amended, and claims 1-37, 39, 40, 46, 58, 62, and 72 have been canceled. 
Claims 38, 41-45, 47-57, 59-61, 63-71, and 73-76 remain pending and have been fully 
considered by the examiner. 



Response to Arguments 

2. In response to applicant's argument that the references fail to show certain features of 
applicant's invention, it is noted that the features upon which applicant relies (i.e., "a single 
header for a single file" - top of page 1 1 of Applicant's response) are not recited in the rejected 
claim(s). Although the claims are interpreted in light of the specification, limitations from the 
specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181, 26 
USPQ2d 1057 (Fed. Cir. 1993). 

3. Applicant's arguments, see the second paragraph on page 11, filed 12/12/2005, with 
respect to the rejection of claim 38 under 35 U.S.C. § 103(a) have been fully considered and are 
persuasive. Therefore, the rejection has been withdrawn. However, upon further consideration, 
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a new ground of rejection is made in view of "PostScript: Answers to Questions" by Allen 
Braunsdorf. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claim 57 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

6. Claim 57 recites the limitation "said program controls 1 ' in line 10. There is insufficient 
antecedent basis for this limitation in the claim. For the purpose of further examination, this 
limitation will be interpreted as —said program—. 

7. Claims 60 and 61 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. These claims are dependent upon canceled claim 58 and as such, the 
scope of the claims is unclear. For the purpose of further examination, these claims will be 
interpreted as depending from independent claim 57. 

Claim Rejections - 35 USC §103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
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such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. Claims 38 5 41-44, 47, 50, 52, 70, and 76 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over prior art of record U.S. Patent 4,095,277 to Bluethman et al. (hereinafter 
"Bluethman"), in view of prior art of record U.S. Patent 5,659,801 to Kopsaftis (hereinafter 
"Kopsaftis"), in view of prior art of record "QMS 2060 EX, 2425 Turbo EX" by Tom 
(hereinafter "Tom"), in view of "PostScript: Answers to Questions" by Allen Braunsdorf 
(hereinafter "Braunsdorf). 

In regard to claim 38, Bluethman discloses: 

A method (column 8 line 57 - column 9 line 32) for a printer linked to a 
computing device to update microcode of said printer comprising the steps of: 

receiving from said computing device one or more files across an interface 
suitable for conveying information to be printed by said printer, wherein at least one of 
said files is a print job file comprising an embedded ... module (column 4 lines 63-67 and 
column 5 lines 1-11; also Figure 2), said module being one of a plurality of modules in 
said print job file (column 4 line 63 - column 5 line 9 shows a print job with several 
modules: The first module is a "PRINT" module, the second is "MODIFY", etc.); 

recognizing if a received file is_ a print job file and if a received print job file 
comprises an embedded ...module, else if a received print-job file does not include a 
microcode module then normally processing said print-job file (column 3 line 67 - 
column 4 line 5); 



Application/Control Number: 09/688,268 Page 5 

Art Unit: 2192 

Bluethman does not expressly disclose embedding a microcode update as a 
module, or writing the file to a memory area in the printer. However, Tom teaches that 
firmware upgrades can be sent directly to a printer as a print job (see page 1 in reference 
to QMS CrownView software: "CrownView is also a good interface for upgrading your 
printer's firmware. Just click on QMS's driver support page on the Web, download a 
file, and send it directly to your printer as a print job."). Also, Kopsaftis teaches updating 
the microcode of a peripheral device by writing the microcode to memory (Figure 3, item 
236). 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
of the invention to use Tom's teaching of a microcode update embedded in a print job 
with Bleuthman's teaching of print modules. One of ordinary skill would have been 
motivated to make it easy to perform enterprise-wide administrative tasks, such as 
upgrading the firmware on a set of printers (see Tom paragraph 4). Also, it would have 
been obvious to one of ordinary skill in the art to use Kopsaftis' teaching of writing 
microcode to device memory with Bluethman's printer. One of ordinary skill would have 
been motivated to write the microcode to device memory in order to make this new code 
available for processor execution (see Kopsaftis column 10 lines 25-40). 

Bluethman does not expressly disclose: said print job file further comprises a file 
header portion and a separate file data portion, and wherein presence of a microcode 
module in said print job file is indicated by a bit pattern in said file header portion of 
said print job file. Note that digital equipment inherently contains bit patterns in all data. 
However, Braunsdorf teaches that a header can be used to describe a data portion of a 
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print file. See the last paragraph of the section titled "What is Encapsulated PostScript", 
labeled as page 7: 

A variation of EPS embeds the preview image and PostScript text in a binary file which 
contains a header and the preview image in either a TIFF or MetaFile format. The header 
defines where in the file each section (EPS, TIFF, or MetaFile) starts and ends. On the 
Macintosh, the preview is stored as a PICT in the file's resource fork. 
It would have been obvious to one of ordinary skill in the art at the time the invention 

was made to use Braunsdorf s teaching of print headers with Tom's microcode and 

Bluethman's modules. One of ordinary skill would have been motivated to provide an 

indication of where microcode is located in order to facilitate easy processing. 

In regard to Claim 41, Kopsafkis teaches writing the microcode to a volatile 
memory area (Column 5, lines 33-35). 

In regard to Claim 42, Kopsafkis teaches writing the microcode to a non-volatile 
memory area (Figure 3, item 236). 

As per claim 43, Kopsafkis teaches that the microcode is an executable program 
(column 1 lines 16-17). Further, Kopsafkis teaches: said executable program being 
machine language code executable by a processor in said printer (Executable programs 
inherently consist of machine language code, since processors can only execute machine 
language.). 

As per claim 44, Kopsafkis teaches: after said step of writing, the step of 
transferring execution to said executable program (column 10 lines 37-40). 

In regard to Claim 47, the examiner takes official notice that loading a program 
into memory is an obvious step in executing the program. 
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In regard to Claim 50, Bluethman discloses a module with a header and module 
data (column 4 line 63 - column 5 line 9 as cited in the rejection of claim 1 above). 

In regard to Claim 52, Kopsaftis teaches a bit for specifying the destination of the 
module (Column 5, lines 15-17). 

In regard to claim 70, Bluethman discloses a computer readable device (column 2 
lines 49-54). All further limitations have been addressed in the above rejection of claim 
38. 

As per claim 76, the above rejection of claim 38 is incorporated. All further 
limitations have been addressed in the above rejection of claim 38. 

10. Claim 45 is rejected under 35 U.S.C. 103(a) as being unpatentable over Bluethman, 
Kopsaftis, Tom, and Braunsdorf in view of prior art of record U.S. Patent 5,206,735 to 
Gauronski et al. (hereinafter "Gauronski"). 

In regard to Claim 45, Bluethman, Kopsaftis, Tom, and Braunsdorf teach the 
method of Claim 44, but do not teach resuming execution of a previously running 
program after transferring execution to the executable program. Gauronski, however, 
does teach resuming execution of a previously running print job that was previously in 
existence after a print job is interrupted (Column 7, lines 38-46). Therefore it would have 
been obvious to one of ordinary skill in the art at the time of the invention to perform the 
method of Claim 45, as taught by Bluethman and Kopsaftis, where a previously running 



Application/Control Number: 09/688,268 Page 8 

Art Unit: 2192 

program resumes execution after transferring execution to the executable program, since 
this allows uninterrupted service from the printer and no loss of print jobs. 

11. Claims 48, 49, 71, and 73 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bluethman, Kopsaftis, Tom, and Braunsdorf as applied to claim 38 above, and further in view of 
prior art of record U.S. Patent 5,649,1 12 to Yeager et al. (hereinafter "Yeager"). 

As per claim 48, the above rejection of claim 44 is incorporated. Bluethman, 
Kopsaftis, Tom, and Braunsdorf do not expressly disclose the executable program acting 
to download remaining modules. However, in an analogous environment, Yeager teaches 
updating microcode on a module by module basis while the rest of the microcode 
executes (column 4 lines 20-27). Once updated, this module is relinked to the rest of the 
microcode and immediately executed. Since the code to download is itself a module, it 
would be obvious to one of ordinary skill to update a download module that would 
download further module updates. One would be motivated to provide a high 
availability system that does not require down time for a software update. 

In regard to Claim 49, the above rejection of claim 48 is incorporated. Further, 
the examiner takes official notice that a pointer is a well-known method for a program to 
reference objects that it might need during execution. 

As per claim 71, the above rejection of claim 70 is incorporated. Further, 
Kopsaftis provides a microcode update including an executable program (see the 
rejection of claim 43 above). Bluethman, Kopsaftis, Tom, and Braunsdorf do not 
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expressly disclose an executable program that is immediately executable before receiving 
the rest of the print job file. However, in an analogous environment, Yeager teaches 
updating microcode on a module by module basis while the rest of microcode executes 
(column 4 lines 20-27). This means that one module can be updated while the rest of the 
code executes and once updated can be executed by the processor. It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to use 
Yeager's teaching of modular microcode updates in Kopsaftis' microcode. One of 
ordinary skill would have been motivated to provide a highly available system that can 
provide service while performing update maintenance. 

As per claim 73, all limitations have been addressed in the above rejection of 
claim 71. 

12. Claims 5 1 and 75 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bluethman, Kopsaftis, Tom, and Braunsdorf as applied to claim 50 above, further in view of 
prior art of record U.S. Patent 4,868,866 to Williams, Jr. (hereinafter "Williams"). 

In regard to Claim 51, Bluethman, Kopsaftis, Tom, and Braunsdorf teach the 
method of Claim 50, but do not teach that the module header comprises a bit pattern that 
directs a processor to uncompress a module. Williams, however, does disclose a bit 
pattern in a file header, which instructs a processor to decompress file data (Column 15, 
lines 53-56). Therefore it would have been obvious to one of ordinary skill in the art at 
the time of the invention to perform the method of Claim 51, as taught by Bluethman and 



Application/Control Number: 09/688,268 Page 10 

Art Unit: 2192 

Kopsaftis, where a bit pattern in a file header instructs a processor to decompress file 
data, as taught by Williams, since this allows a file to be compressed an decompressed 
without separate instructions or machinery. 

As per claim 75, the above rejection of claim 50 is incorporated. Further, 
Williams teaches decompressing file data as pointed out in the above rejection of claim 
5 1 . Compressibility is thus inherent since data must first be compressed if it is to be 
decompressed. 

13. Claims 57, 59, 60, 64, and 65 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Bluethman, Kopsaftis, Tom, and Braunsdorf, further in view of the "Background of the 
Invention" section appearing on pages 1 and 2 of the originally filed specification (hereinafter 
"BOTI"). 

In regard to claim 57, Bluethman teaches a computing device (FIG. 1), a printer 
(FIG. 2), an interface (FIG. 1 element 15), and a print program (column 2 lines 3-8). 
Bluethman, Kopsaftis, Tom, and Braunsdorf does not expressly disclose printer 
processor, printer memory, or printer engine. However, BOTI teaches that printers can 
comprise a processor, memory and an engine (page 1 lines 12-18; a print engine is 
inherent in a printer that responds to commands, since the engine provides the proper 
response sequence for a particular command.) It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to use the printer of BOTI 
with the device of Bluethman. One of ordinary skill would have been motivated to send 
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data to BOTTs printer in order to enable the functionality of the device. All further 
limitations have been addressed in the above rejection of claim 38. 

As per claim 59, the above rejection of claim 57 is incorporated. Bluethman's 
module data provides specific commands and provides for the claimed "module body" as 
cited in the above rejections of claims 38 and 50. 

As per claim 60, the above rejection of claim 57 is incorporated. Kopsafkis 
teaches addressing in the header a destination printer (Column 5, lines 7-10). 

As per claims 64 and 65, the above rejection of claim 59 is incorporated. All 
further limitations have been addressed in the above rejection of claims 51 and 52, 
respectively. 

14. Claims 61, 63, and 74 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bluethman, Kopsaftis, Tom, Braunsdorf, and BOTI as applied to claim 57 above, and further in 
view of Yeager. 

As per claim 61, the above rejection of claim 57 is incorporated. All further 
limitations have been addressed in the above rejection of claim 71. 

As per claim 63, the above rejection of claim 61 is incorporated. All further 
limitations have been addressed in the above rejection of claim 48. 

As per claim 74, the above rejection of claim 71 is incorporated. All further 
limitations have been addressed in the above rejection of claim 48. 
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Allowable Subject Matter 



15. As indicated in the previous Office Action, claims 53-56 and 66-69 are objected to as 
being dependent upon a rejected base claim, but would be allowable if rewritten in independent 
form including all of the limitations of the base claim and any intervening claims. 



16. The prior art made of record and not relied upon is considered pertinent to applicants 
disclosure. US 6038636 A to Brown, III et al. discloses using a file header to describe the file 
data (column 7 lines 43-55). 

17. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to J. Derek Rutten whose telephone number is (571) 272-3703. The 
examiner can normally be reached on T-Th 6:00-6:30, F 6:00-10:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tuan Q. Dam can be reached on (571) 272-3695. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 



Conclusion 




CHAMELt C.DAS 
PRIMARY EXAMINER 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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